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Art Unit: 1745 

DETAILED ACTION 
Response to Amendment 

This action is in response to amendment dated 01/07/05. The applicants have not 
overcome yet the objections, the 35 USC 112 rejection, the double patenting rejection and 103 
rejections. Refer to the foregoing amendment for additional details on applicant's rebuttal 
arguments. Accordingly, the present claims are finally rejected for the reasons of record: 

Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on 01/07/05 was considered by the 

examiner. 

Specification 

2. The amendment filed 06/14/04 is still objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: a) (in the specification at page 5, lines 13-23) 
"0 %<Co<80% with respect to"; b) (claim 1) u 0 %<Co<80% with respect to". It is noted 
that the original disclosure does not clearly support to amend or rephrase both the specification 
and the claims to recite the foregoing limitation. 

In this respect, it is noted that the new matter issue as set forth above as well as in the 
Advisory Action of 12/16/03 has been contended by the applicants. It is further noted that 
applicants have now submitted: i) a certified or official English language translation of the 
Japanese reference JP 2000-193750 (see papers of 01/07/05); and, ii) a lengthy argument section 
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{including reference to several paragraphs of the specification and Figure 2} to show that the 
original language of the specification was an obvious error that should have recited as presently 
amended. 

{emphasis added — >) However, it is noted that where a foreign priority document under 
35 U.S.C. 1 19 is of record in the U.S. application file, applicant may not rely on the disclosure of 
that document to support correction of an error in the pending U.S. application. Ex parte 
Bondiou, 132 USPQ 356 (Bd. App. 1961). This prohibition applies regardless of the language of 
the foreign priority documents because a claim for priority is simply a claim for the benefit of an 
earlier filing date for subject matter that is common to two or more applications, and does not 
serve to incorporate the content of the priority document in the application in which the claim for 
priority is made . Refer to MPEP 2163. 06: IL Obvious Errors. 

It is also pointed out that the foregoing amendment raising the issue of new matter does 
not constitute an obvious error as argued by the applicants because it is unclear what specific 
range at all was originally intended as well as whether or not it was originally intended to recite 
the entire range of 0-80 %, inclusive (including the extreme magnitudes), and therefore, one 
skilled in the art would not recognize the existence of such error in the specification nor the 
appropriate correction. Additionally, since the amendment to the present application is not fully 
supported in the original description, mere arguing that the amendment represents rephrasing or 
rewording of the originally disclosed range is neither appropriate. In addition, as applicant is 
already aware of and as stated in the Advisory Action of 12/16/03, the priority document 2000- 
193750 was taken to a PTO Japanese language translator to obtain an accurate and satisfactory 
translation of its paragraph 12 and claim 2. Accordingly, those sections (i.e. paragraph 12 and 
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claim 2) were translated by the PTO translator as reciting "0 or 80 %" per se. Thus, it is still the 
examiner's position that such amendment raises the issue of new matter. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

3. The amendment to the specification filed 01/07/05 does not introduce new matter into the 
disclosure. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 3-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The added material which is not supported by the original disclosure is as follows: 
(claim 1) "0 % < Co < 80 % with respect to". It is noted that the original disclosure does not 
provide support to amend or rephrase both the specification and the claims to recite the foregoing 
limitation. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in . 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 and 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
German document DE 1994943 1 (hereinafter referred to as "the DE'431 document'}. 

The instant application is directed to a solid oxide fuel cell wherein the disclosed 
inventive concept comprises the specific electrolyte layers. 
As to claims 1, 3-5: 

The DE'43 1 document disclose a solid oxide fuel cell having a laminate structure 
comprising an air electrode, a fuel electrode, a solid electrolyte layer interposed between said air 
electrolyte layer and said fuel electrode layer; and an intermediate layer interposed between said 
electrolyte layer and said air electrode layer; wherein the electrolyte layer comprises a material; 
specified by Lai -aAaGal-(b+c)BbCoc03, said air electrode layer comprises a material specified 
by Lal-dAdCo03, and said intermediate layer comprises a material specified by Lal-eAeGal- 
(f+g)BfCog03, and wherein A is at least one element selected from the group consisting of Sr 
and Ca, B is at least one element selected from the group consisting of Mg, Al and In, and 0.05a 
aa 0.3, 0a b, ea 0.3, Oaca 0.15, b+ca0.3, OadaO.5, OafaO.15, O.lSaga 0.3 and f+ga 0.3 and 
wherein a composition continuously changes in each of an interface between said intermediate 
layer and said electrolyte layer and an interface between said intermediate layer and said air 
electrode layer (CLAIMS 4-5) 
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The DE'43 1 document also disclose the following composition (ABSTRACT/ COL 4, 
line 55 to COL 5, line 2): 
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The DE'43 1 document also disclose the specific layer compositions (ABSTRACT/ COL 
9, lines 30-45): 

w lullen vverd^n : durch : die: ibigeiide ri I'oriuelh ausgedrfickt: :•:•:•:•: 

y'.^'. ' . x;:-' x - / : ;.\;x- '■■ ■ • •.•x : : :: ' : -x : 35. 

.LuMektoienschicht:!^ 

Zwischenschidit: Li^.. e A c Gai..{f +3 ^ Bf.Co g O^ (3) 

Hier : ist A ein ;KienioiU odtv : atwei : Klemenre: misgewahlt :4p: 
xau^:derGnipj>e-Yon Strontk 
vein: : Eleme^ 

dcr Gmppc voo Magncsium (Mg), Aluminium (Al) und In- 
dium (In) und (),05 < a < (U;0 < b; c < 03; 0<c £ : :. 
0 ? 15, b+c < 03, 0 < d < 0,5, 0 < f < 0,15; 0,15 < g;<> 45 
0,3 undt+2 < 0,3, 

It is also disclosed that the compositions continuously change in an interface between the 
intermediate layer and the air electrode layer and in an interface between the intermediate layer 
and the electrolyte layer (COL 8, lines 38-67). 
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It is disclosed that the thickness of the electrolyte layer is preferably within a range of 10- 
200 Tm (col 13, lines 5-30); and the thickness of the intermediate layer is preferably within a 
range from 10-100 Tm; more preferably 20-90 Tm; most preferably 30-80 Tm (col 15, lines 20- 
50). 

With respect to claim 6: 

It is disclosed that the composition continuously changes in each of an interface between 
said intermediate layer and said electrolyte layer and an interface between said intermediate-layer 
and said air electrode layer (CLAIMS 3-5). 

The DE'43 1 document disclose a solid oxide fuel cell according to the foregoing. 
However, The DE'43 1 document do not expressly disclose the thickness of the second 
electrolyte layer being larger than the thickness of the first electrolyte layer. 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to make the thickness of the second electrolyte layer larger than the 
thickness of the first electrolyte layer in the electrolyte layers of the DE'43 1 document as the 
DE'43 1 document per se teaches that the thickness of the intermediate laver (second electrolyte 
layer) is preferably within a range from 10-100 Tm, more preferably 20-90 Tm, most preferably 
30-80 Tm and the thickness of the electrolyte layer (first electrolyte layer) is preferably within a 
range of 10-200 Tm. Furthermore, the DE'43 1 document teaches that if the electron and mixed 
conductor is used for the intermediate layer, the area of the two-phase interface between the 
electron and ion mixed conductor, available for the ionization of oxygen, can be varied. Thus, 
those of ordinary skill in the art would obviously recognize that by varying the specific layer 
interface area of both electrolyte layers, satisfactory ion conduction and conductivity is 
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achieved. Hence, the prior art directly teaches the use of thickness of the electrolyte layers 
within the claimed limitation would enhance ion conduction and conductivity at all That is, the 
thickness of the second electrolyte layer (having more amount of Co) being larger than the 
thickness of the first electrolyte layer (having a lesser amount of Co) might be obtained in light 
of the disclosed layer thickness for both electrolyte layer. Accordingly, a suitable combination of 
specific disclosed thickness magnitude would produce the second electrolyte layer with a larger 
thickness than the first electrolyte layer. Moreover, where the only difference between the prior 
art and the claims is a recitation of relative dimensions of the claimed feature and a feature 
having the claimed relative dimensions would not perform differently than the prior art 
device/element/member, the claimed device/element/member is not patentably distinct from the 
prior art device/element/member. That is. limitations relating to the size of the 
feature/element/member are not su fficient to patentably distinguish over the prior art as it is 
noted that changes in size is a matter of choice which a person of ordinary skill in the art would 
have found obvious absent persuasive evidence that the particular size (i.e. thickness) of the 
claimed first and second electrolyte layers is significant. In re Rose 105 USPQ 237; In re 
Rinehart 189 USPO 143: In Gardner v. TEC Systems. Inc.. 220 USPO 777 & 225 USPO 232. 
(See MPEP 2144.04 [R-l] Legal Precedent as Source of Supporting Rationale) 

Double Patenting 

7. The terminal disclaimer of 01/07/05 submitted to obviate the double patenting rejection 
below is not proper and has not been accepted for the reason that the person who signed the 
terminal disclaimer is not an attorney of record. In this respect, the person who signed the 
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terminal disclaimer is not recognized as an officer of the assignee, and he/she has not been 
established as being authorized to act on behalf of the assignee. See MPEP § 324. That is, an 
attorney or agent, not of record, is not authorized to sign a terminal disclaimer in the capacity as 
an attorney or agent acting in a representative capacity as provided by 37 CFR 1.34 (a). See 37 
CFR 1 .321(b) and/or (c). Thus, the following double patenting rejection still stands for the 
reasons of record: 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

9. Claims 1, 3-4 and 6 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 6287716. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
of the following reasons: 

The US patent No. 6287716 claims the following (CLAIMS 1-3): 

: L A solid oxide ^ 
55 .comprising: . . 

. an air electrode, layer; 
a ; fuel electrode layer; 
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: : layer and saidair electrode layer;: • 
x where in said: e leotrolyte layer: comprises a mater i al : sped:-: : - 5 : 
x lied; 'by; Laj_,/A^ 
: layer: comprises :a;:mnt^ 

; • ; a nth sa id- i n termed i at e . layer- eompr i sc s; a : m a terial spe ci- x : x' 
: : y : : : fied; by :La^ 

te asl one clem en t so lecied fro m tlic group consisting o f : ^ 
: x : x Sr : and : Ga,: B is at: least : one elern ent : selected from the > 
: : : group 

OSb, e£0.3, 0gcg().i5, b+c^0,3, 0Sd£0.5 T 
OSfSCUS, CU5<g:g().3 y and f*g^03; 
and wherein a .composition continuously changes in each::";: 
of an wHerface: between sa id inlemiediate iayer and said ; ; f 
. e lect roi vie I a yer and : -an i titerf ace : betwee n : sa id: inter-: • : ; : 
x x rnediate layer: and :said: viir electrode layerx : : 

The US patent No. 6287716 claims a solid oxide fuel cell according to the foregoing. 
However, the US patent No. 6287716 does not expressly disclose the thickness of the second 



electrolyte layer being larger than the thickness of the first electrolyte layer. 
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In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to make the thickness of the second electrolyte layer larger than the 
thickness of the first electrolyte layer in the electrolyte layers of the US patent No. 6287716 as 
the US patent No. 6287716 itself teaches that the thickness of the intermediate layer {second 
electrolyte layer) is preferably within a range from 10-100 Tm, more preferably 20-90 Tm, most 
preferably 30-80 Tm and the thickness of the electrolyte layer (first electrolyte layer) is 
preferably within a range of 10-200 Tm. Furthermore, the DE' 43 1 document teach thaUf the 
electron and mixed conductor is used for the intermediate layer, the area of the two-phase 
i nterface between the electron and ion mixed conductor, available for the ionization of oxygen, 
can be varied. Thus, those of ordinary skill in the art would obviously recognize that by varying 
the specific layer interface area of both electrolyte layers, satisfactory ion conduction and 
conductivity is achieved. Hence, the prior art directly teaches the use of thickness of the 
electrolyte layers within the claimed limitation would enhance ion conduction and conductivity 
at all. That is, the thickness of the second electrolyte layer (having more amount of Co) being 
larger than the thickness of the first electrolyte layer (having a lesser amount of Co) might be 
obtained in light of the disclosed layer thickness for both electrolyte layer. Accordingly, a 
suitable combination of specific disclosed thickness magnitude would produce the second 
electrolyte layer with a larger thickness than the first electrolyte layer. Moreover, where the only 
difference between the prior art and the claims is a recitation of relative dimensions of the 
claimed feature and a feature having the claimed relative dimensions would not perform 
differently than the prior art device/element/member, the claimed device/element/member is not 
patentably distinct from the prior art device/element/member. That is. limitations relating to the 
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size of the feature/element/member are not sufficient to patentably distinguish over the prior art 
as it is noted that changes in size is a matter of choice which a person of ordinary skill in the art 
would have found obvious absent persuasive evidence that the particular size (le. thickness) of 
ihe claimed first and second electrolyte layers is significant. In re Rose 105 USPQ 237; In re 
Rinehart 189 USPO 143: In Gardner v. TEC Systems. Inc. 220 USPO 777 & 225 USPO 232. 
(See MPEP 2144. 04 [R-l] Legal Precedent as Source of Supporting Rationale) 

Response to Arguments 

10. Applicant's arguments filed 01/07/05 have been fully considered but they are not 
persuasive. 

1 1 . With respect to applicant's argument concerning the rejection under the 35 USC 103 
statute, it is noted that the German document De'43 1 is a foreign publication and was applied to 
reject the foregoing claims under the 35 USC 102(aV103 statutory basis , not under the 35 USCT 
102(e)/ 103 statute . Therefore, applicant's argument (including the statement of common 
ownership) to overcome a 102(e)/ 103 based rejection is irrelevant and inappropriate. Refer to 
MPEP 2132 35 USC 102(a). 

12. Regarding the terminal disclaimer of 01/07/05 submitted to obviate the double patenting, 
it is noted that such terminal disclaimer is not proper and has not been accepted for the reason 
that the person who signed the terminal disclaimer is not an attorney of record. In this respect, 
the person who signed the terminal disclaimer is not recognized as an officer of the assignee, and 
he/she has not been established as being authorized to act on behalf of the assignee. See MPEP § 
324. That is, an attorney or agent, not of record, is not authorized to sign a terminal disclaimer in 
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the capacity as an attorney or agent acting in a representative capacity as provided by 37 CFR 
1.34 (a). See 37 CFR 1.321(b) and/or (c). 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
M ONTH S of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Raymond Alejandro 
Examiner ^ 



